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Present , LORD W ArrSON, LORD HOBHOUSE, J-JORD DAVEY, and

SIR RICHARD COUCH.

March 18th, 1896.

IN THE lYIATTER OF DOLBEAR'S PATENT.

Patent.-Petition for lJrolongation.-01JJ:Josition.-No sufficient attempt to
jJ11Jsh )Jatent.-Prolon,qation refused.

On a petition for prolonqation of a patent granted in 1882, it appeared from
the evidence that, except for an attempt in 1882, no effort was made to ioork or

10 push the patent commercialtu until November 1894. J..Vo sufficient excuse W((S

gfiven for this delay, and proionqalion teas refused by the Judicial Committee
01~ this qrou.nd.

Letters Patent (No. 1368 of 188~) were, on the 21st of March 1882, granted to
A,nos Emerson. Dolbear for " Irnnrovements in electrical cables."

15 On the IDth of September 18D5-'-, a petition was presented for the prolongation
of this patent by the said A. E. Dolbear and The Britisli Insulated lVire
Comnanu .. Ld.. as assirrnees of the said Letters Patent,

Tl~e petitiol{ stated (~mong other things) as f'ollo ws :-" (4) 'I'he said invention
" relates to the insulation of electric concluctors. It consists in reducing to the

20 "Slnallest possible extent the contact between the conductor and the surrounding
"insulating material, so that the conductor is as much as possible insulated by
'to the surrounding air. By this means the rapidity with which electric signals
" can be transmitted through the cable is largely increased; the reason being
" that the inductive capacity of air is very low as compared with solid insulators,

25 "and consequently a much smaller Leyden-jar effect is produced with an air
" insulated condnctor than with one which is in contact with a solid insulatoi-,

"(6) By an assignment dated the 25th day of May 1892, your Petitioner,
" A11'~08 Emerson. Dolbea.r, assigned the said Letters Patent for the sum of 10l.
"to Patent Erploitaiion, Ld., whose registered office is at 10, Lord Street,

30 "J-Jiverpool, and by an assignment, dated the 24th day of June 1892, the said
"Patent Etl:j)loitation, Ld., assigned the said Letters Patent for the sum of
"10l. to James Kerfoot ; and about the same date the said James Kerfoot
"assigned the said Letters Patent for 7l. lOs. to Farnes Basnett Atherton. By
"an agreement dated the 7th day of N overnber 1894, the said James Basnett

35 '< Atherton. agreed to assign the- said Letters Patent to your Petitioners, ']"'71B
'< Britisli Tnsulated llTire COJlLjJany, Ld ; in consideration of the paymen t
"of 1000l., of which 500l. were paid in cash, and the balance of the 1000l.
" was paid by the issue to him of 100 fully paid A shares in your Petitioner s'
"Company. The formal assignrnent from James Basnett Atherton to your

40 "Petitioners was mado on the ~)th day of September 1895, and your Petitioners,
" The British Insulated Wt"re Compare], Ld., are now the registered owners of
" the said Letters Patent.

"(7) At the date of the said Letters Patent, viz. 1882, there was little or no
'~ll.eed for cables made according to the said invention. Such cables are most
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" useful for telephonic cables when laid in the ground, and until a comparatively
"recent date few, if any, of such cables were in use. Until recently, nearly all
"telephonic conductors were suspended from insulators in the air. Now,
" however, partly in consequence of the largeness of their number and the
"inconvenience and the danger of overhead wires, large numbers of insulated 5
" wires for telephonic purposes are laid in the form of cables in troughs or
"pipes in the ground, and cables insulated according to the invention, the
"subject of this petition, have been found to be of great value for this
" purpose.

"(~) Owing to the causes set out above, and notwithstanding the continued 10
" efforts of your Petitioner, An~08 Emerson Dolbear, to bring the said invention
" into public use, the invention did not come into any commercial use until
" quite recently, and neither your Petitioner the said Atnos Emersori Dolbear,
"nor your Petitioners the said Britisli Insulated lVire CoJnpany , Ld., have
" derived any material profit from the same, as shown bJ the accounts to be 15
" filed by theru respectively."

This petition was opposed by the Western Electric Compans) upon (among
other grounds) the following :-" The Opponents submit that no grounds
" excusing the various owners of the said patent from putting the said alleged
" invention in practice are shown by the petition, nor, in fact, exist; and the 20
"Opponents allege that such non-user was due to the inutility of the said
" alleged invention; or, alternately, was due to the conduct of the various owners
"of the patent, and the negligent manner in which they carried on their
"business. It is not suggested in the petition, nor is it the fact that, during the
"period from June 1892 until Novernber 1~94, when the e said patent was the 25
" property of James Basnett Atherton, manager and director of the petitioning
" Company, he made any effort to put the said alleged invention in practice.
" If the said alleged invention was or any utility ample opportunities existed
"for putting the said cable upon the market, and the failure to put the same
"upon the market is either strong evidence of the non-utility of the said 30
"alleged invention, or is proof that proper endeavours were not made to put
"the same upon the market, whereby it is inexpedient that any prolongation of
"the term of the said Letters Patent should be granted."

The petition was also opposed by the Foioler- Waring Cables Compuru], Ld.,
and by the National Telephone Cotnparu}, 35

By the Petitioners' accounts it appeared that, after the Company had entered
into the agreement of the 7th of Novernber 1894, for the acquirement by them
of Dolbear's patent, they had been paying royalties for the use of patent
No. 7029 of 1892. This patent, which was granted to CJ-. G. J.W. Hardinqhom;
was for" Improvements in electric cables." From the cross-examination of 40
the Petitioners' witnesses it appeared that the bulk of the cables manufactured
by the petitioning Company were manufactured under this patent.

'I'his was the hearing of the petition.
Moulton, Q.C., Bousfield, Q.C., and J. C. Graham (instructed by Norris,

Allens, and Chapman, agents for J. F. Leslie, of Liverpool) appeared for the 45
Petitioners; CriJJps, Q.C., Roger Wallace, Q.C., and vValter (instructed by
Wilson, .Bristows, and Carpmael for the Tl7estern Electric Gon~pctny and the
FouJler- W7ar ing Cables Comparu), t.a; and by Waterhouse, Winterbotham,
Harrison, and Harper- for the National TelejJhone Company, Ld.) appeared
for the Objectors; Sir Richard lVebster, A.G., and Sutton for the Crown. 50

11101JJlton, Q.C., for the petitioners, explained the nature of the patent and the
method of constructing cables according to it. The patent is for an invention
by which the capacity of the cable is reduced by diminishing, as far as possible,
the Leyden-jar effect produced in a cable. Air is the most perfect insulator
for this purpose, and Dolbear used air insulation to get rid of it. He supported 55
the wire by a spiral cord wound round it, so that there was only contact along
the line of this cord. The invention was, no doubt, in the first place, intended
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for marine cables. But, although it was advantageous, as more messages could
be sent by its means, yet the Patentee was unable to get it taken up. It was a
matter requiring considerable capital, and people were unwilling to make
experiments. However, now that telephone wires are put underground, it is

5 being adopted for that purpose, and has great utility. It is true that the
Company are licensees under Hardinqham's patent.-but this is really a subordi
nate patent to Dolbear's. It is an improvement carrying out,. practically, what
Dolbear really invented. [Counsel then stated the objections, and dealt with
them.] An .objection is taken that the patent is invalid because a fee was not

10 paid in time in 1892, but we shall show that this is not the case. [Lord
WATSON.-We never allow that objection.]

Evidence we then called in support of the petition.
Dolbear, in his evidence, said that he came to England in 1882 and saw

Mr. Latimer Olark, Dr. Muirhead, and representatives of the Silver Town
15 Cable Oompany with a view to getting the invention used, but without

success. Nothing more was done in Britain whilst he had the patent. He was
engaged iu heavy litigation during this period. All business arrangements
he left to the gentlemen associated with him.

Lord WATSON asked if there was any case in which prolongation had been
20 granted in similar circumstances to the present one, as regards the absence of

attempts to work the patent.
Moulton, Q.C., mentioned the "Refrigerator" case (Southby's patent, 8 R.P.C. 433)

and the" Sluice" case (Stoney's patent, 5 R.P.C. 518), and submitted that the
evidence showed that, in this case, the opportunities for practical user were

25 few.
The caveators were not called on.
Lord W ATSON.-In this case the patent, the prolongation of which is sought,

was granted in March 1~82. It was acquired in November 1894 by the
petitioning Company, and between these t"\VO dates nothing was done in the

30 exercise of the patent, nor towards pushing it commercially, so that 18 months
has elapsed since that time, and, during those 18 months only, has there been
any attempt made by the owners to exercise the patent.

The conclusion at which their Lordships have arrived on the evidence laid
before them is this,-that during that time the patent which was principally

35 used by the Petitioners was Hardinqham's patent, and that that patent appears
to have been so far successfully used that they do not see that that circumstance
can have any influence whatever upon their minds with regard to the
propriety of prolonging Dolbear's patent. There has been, really, no evidence
to explain the delay which took place, nor is there any evidence that there

40 was an absence of such a demand for electrical cables during the fourteen
and-a-half years, when nothing was done, as to justify the Patentee in laying
by so long without making an attempt to bring the matter before the public.

Under these circumstances, and without referring to any of the other grounds
of opposition, their Lordships will advise Her Majesty that the prayer of the

45 petition ought not to be granted.
The Objectors will have one set of costs.

250 Wt 1199 4/03 D & S (E) 2 14439 T
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